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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-33,35-51 and 53-59 is/are pending in the application. 

4a) Of the above claim(s) See Continuation Sheet is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 1.9.14.18,23,26.29,42 and 43 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §§ 119 and 120 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)QAII b)D Some*c)D None of: 

Certified copies of the priority documents have been received. 

Certified copies of the priority documents have been received in Application No. . 



1. D 

2. D 

3. D 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) D The translation of the foreign language provisional application has been received. 

14) [X] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CH Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) C] Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 
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Part of Paper No. 012804 



Continuation Sheet (PTOL-326) Application No. 09/855,816 

Continuation of Disposition of Claims: Claims withdrawn from consideration are 2-8,10-13,15-17,19-22,24,25,27,28,30-33,35- 
41,44-51 and 53-59. 
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DETAILED ACTION 
Election/Restrictions 

1 . Claims 2-8, 1 0-1 3, 1 5-1 7, 1 9-22, 24, 25, 27, 28, 30-33, 35-41 , 44-51 and 53-59 
remain withdrawn from consideration by the examiner as being drawn to embodiments 
non-elected with traverse, the election having been timely traversed in Paper No. 5. 

Double Patenting 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1,9, 14, 18, 42 and 43 are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-17 of U.S. 
Patent No. 6,436,442 B1 for the reasons of record in the previous office action. 

4. Applicant's recitation of "comprising" scope allows the addition of materials not 
recited by applicant. 

Claim Rejections - 35 USC §112 

5. Claims 14, 23, 26 and 29 remain rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement for the reasons of record in the 
previous office action. The purpose of the enablement requirement is to instruct the 
public on what the invention is, not to provide clues for the public to try to figure out 
what the invention is. By only providing a complexation constant or a CMC value, 
applicant imposes a burden of undue experimentation on the public. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1,9, 14, 18, 26, 29, 34, 42, 43 and 52 are rejected under 35 

U.S.C. 102(b) as being clearly anticipated by Ogino et al., US 4,678,598. See Inventive 
Compositions 1-5 and 6-11. Regarding CMC and complexation values, these 
compositions contain surfactants which applicant's specification indicates are 
compatible or non-compatible with cyclodextrins, and would appear to meet, to the 
extent this can be determined from the specification, the recited CMC and complexation 
values. When the shampoo is applied, the menthol odorant is released, at which point 
uncomplexed cyclodextrin will be present. 

Allowable Subject Matter 

8. Claims commensurate in scope with applicant's examples would be allowable. 
However, no claims can pass to issue until all non-elected matter is cancelled and the 
double patenting rejection is overcome. 
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Response to Arguments 

9. Applicant's arguments filed December 15, 2003 have been fully considered but 
they are not persuasive. The traverses of the double patenting and 112 rejections have 
been responded to above. Regarding the 112 rejection, the examiner reiterates that 
providing a test method is not an adequate substitute for informing the public of which 
materials are contemplated. Applicant's traversal of the 102 rejection is well taken, but 
the complexed odorant must become uncomplexed at some point for the composition to 
work as disclosed. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone 
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number is (571) 272-1318. The examiner can normally be reached on Monday through 
Friday from 8:00 until 4:30. In the event that the examiner is not available, his 
supervisor, Dr. Yogendra Gupta, may be reached at (571) 272-1316. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0661. 




John R. Hardee 
Primary Examiner 
January 28, 2004 



